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DETAILED ACTION 

The amendment filed September 27, 2006, has been received and entered. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 12 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Baer et 
al. (US 5,985,085) in view of Schutze et al. (Nature Biotechnology. 1988. 16: 737-742). 

Baer et al. discloses a ".. .laser capture microdissection apparatus, comprising: a transfer 
film carrier having a substrate surface; and a laser capture microdissection transfer film coupled 
to said substrate surface of said transfer film carrier. . ." (column 3, lines 41-46). Thus, a device 
for cutting a biological sample is disclosed comprising a film located on one side of a support. It 
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is noted that the film can be considered a "colored film" since the transfer film is manufactured 
containing organic dyes which selectively absorb certain wavelengths (column 2, lines 37-39). 
Additionally, the substrate surface included in the device, which is the support, is a plate that can 
be fabricated from glass (column 5, lines 51-52). As shown on Figures 5 A and 5C, the transfer 
film is located on one side of the substrate surface. 

Baer et al. does not expressly disclose that the thickness of the transfer film is in the 
range of from 3 to 6 jam located on one side of the support. 

However, Baer et al. indicates that: "it is advantageous that the LCM transfer film 400 be* 
thin. For example, a 50 micron thick film is preferable to a 100 micron thick film. However, the 
film can advantageously be fabricated in thicknesses of approximately 500, 400, 300, 200, 100, 
50 microns or less" (column 6, lines 32-37, emphasis added). 

Thus, although Baer et al. does not explicitly disclose the claimed film thickness range, 
Baer clearly discloses the desirability of using thin films. The artisan of ordinary skill would 
therefore have been motivated to have employed a film having the claimed thickness in the 
process disclosed by Baer et al. Moreover, Schutze et al. discloses laser microbeam 
microdissection as well. As in Baer et al., Schutze et al. teaches the placement of a transfer film 
(polyethylene membrane) on a surface (glass slide). See page 738, particularly Figure 1. The 
thickness of the transfer film in the device disclosed in Schutze et al. is 1.35 |im (Figure 1). 
Therefore, one of ordinary skill in the art would have been motivated to have used transfer film 
thicknesses such as those recited since the prior art had shown that even a thickness as low as 
1.35 |im would have been appropriate for laser microbeam microdissection. 



Application/Control Number: 1 0/8 1 6,968 Page 4 

Art Unit: 1651 

Lastly, the determination of a suitable polymer film, such as the aramid recited in claim 
14, must be considered obvious in view of Baer's disclosure that a wide variety of polymeric 
films are suitable in the processes disclosed therein. See column 8, lines 33-42. 

Applicant's arguments filed September 27, 2006, have been fully considered but they are 
not persuasive. Applicant asserts that Baer et al. does not suggest or disclose an extremely thin 
film with a thickness of 3 to 6 microns. However, it is respectfully pointed out that Baer et al. 
teaches that it is advantageous that a thin film be used, and that it can be less than 50 microns 
(column 6, lines 32-37). Moreover, Baer et al is combined with Schutze et al. which teaches 
laser microbeam microdissection where a transfer film that is 1 .35 microns thick is used. Thus, 
there would have been a reasonable expectation of success in use a transfer film thickness such 
as the one disclosed in Schutze et al., and there would have been motivation to do so since Baer 
et al. indicates it is advantageous to use a thin film. Indication in Baer et al. that it is 
advantageous to use a thin film is sufficient motivation to use thicknesses as small as the ones in 
the range recited in instant claim 14. The fact that applicant has recognized other advantages 
(improved adhesion to a glass slide, improved micro dissection suitability, improved cutting 
sharpness) which would flow naturally from following the suggestion of the prior art cannot be 
the basis for patentability when the differences would otherwise be obvious. 

Finally, applicant indicates that Baer et al. nor Schutze et al. disclose or render obvious 
the use of an aramid film. However, it is respectfully noted that Baer et al. indicates that the film 
can be "any suitable thermoplastic" (column 8, line 34). Aramid is a known thermoplastic (see 
Conklin et al., US 4,540,610, column 7, line 37), and therefore, as discussed in the prior office 
action, it would have been obvious to have used a variety of polymeric films, included aramid 
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film. Thus, a holding of obviousness is clearly required. 
No claims are allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susan E. Fernandez whose telephone number is (571) 272-3444. 
The examiner can normally be reached on Mon-Fri 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Wityshyn can be reached on (571) 272-0926. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR O 
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